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DETAILED ACTION 

Claims 1-14 are pending in this application filed 8/19/06, which is a 371 
application of PCT/JP04/11626 filed 8/5/04, which claims priority to foreign application 
filed 8/5/03 in Japan. 

Claim Objections 

1. Claims 4, 8-11 and 13 are objected to under 37 CFR 1.75(c) as being in improper 
form because a multiple dependent claim cannot depend from any other multiple 
dependent claim. See MPEP § 608.01(n). Accordingly, for the purpose of examination, 
Claims 4, 8-11 and 13 have been interpreted as dependent from Claim 1. 

Claim Rejections - 35 (JSC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-5, 8, 9 and 11-14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yokoi (WO 03/099944 as translated by US 2005/0113485), cited by the 
Applicant. 

Yokoi teaches flaky particles suitable for using in cosmetic compositions 
comprising porous mother particles (e.g. silicone dioxide) and microparticles (e.g. 
titanium dioxide or zinc oxide) dispersed therein. See US 2005/0113485 @ Abstract; 
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[0009], [0015]-[0016]. The flaky mother particles have a mean particle size of 5-500 
microns, a mean thickness of 0.1-5 microns and a mean aspect ratio of 5-300. See 
[0013]. Yokoi teaches cosmetic compositions comprising said particles and other 
conventional cosmetic ingredients, including organic and inorganic particles such as 
nylon powder, polyethylene powders, polystyrene powders, etc. See [0030]-[0031]; 
[0036]; Examples. 

Thus, Yokoi teaches each and every limitation of Claims 1-5, 8, 9 and 11-14. 

4. Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 37 
CFR1.55. See MPEP § 201.15. 

5. Claims 1-5, 8, 9, 13 and 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kadokura et al. (EP 268 938), cited by the Applicant. 

Kadokura et al. teach cosmetic compositions such as make-up formulations 
comprising a lamina comprising a matrix substance (e.g. silicon dioxide) and a finely 
divided metal or metal compound dispersed therein (e.g. titanium dioxide, zinc oxide, 
silver powder, etc.). See p. 2, lines 36-45, 56-58; p. 3, lines 1-49; p. 5, lines 25-29; p. 
9, Example 10. The average thickness of the lamina is 0.1-5 microns, the average size 
is 1-500 microns and the aspect ratio is 3-100. See p. 4, line 53 - p. 5, line 5. 

Thus, Kadokura et al. teach each and every limitation of Claims 1-5, 8, 9, 13 and 

14. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kadokura et al. (EP 268 938). 

Kadokura et al. applied as above. With respect to Claim 7, the reference teaches, 
nanoparticles of metal or metal compounds such as silver powder, titanium dioxide and 
other substance, dispersed within the matrix particles (see above), but does not 
explicitly teach the claimed "combination of silver nanoparticles and titanium dioxide 
nanoparticles". However, making a combination of the disclosed compounds is obvious 
modification of the prior art and within the skill of the ordinary practitioner. One having 
ordinary skill in the art would have been motivated to do this to obtain the desired UV 
screening ability of the lamina. 

With respect to Claim 10, the reference does not teach the claimed oil 
absorbability of the particles. However, since the particles of Kadokura et al. are 
porous and are used in. skin care formulations such as face powder and foundations, it 
would have been prima facie obvious to one having ordinary skill in the art at the time 
the invention was made to adjust the oil absorbability of the particles. One having 
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ordinary skill in the art would have been motivated to do this to obtain a mattifying 
effect of the formulations. 

8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kadokura 
et al. (EP 268 938) in view of Reinehr et al. (WO 01/43714). 

Kadokura et al. applied as above. Kadokura et al. does not teach the fluorescent 
substances of Claim 6. However, Reinehr et al. teach using fluorescent substances of 
the instant claim in UV protecting skin care compositions. See Abstract; pp. 1-11. The 
fluorescent substances are used to lighten the skin, to protect the skin against UV 
radiation and to improve the appearance of cosmetic formulations. See pp. 1, 17. 
Therefore, it would have been prima facie obvious to one having ordinary skill in the 
art at the time the invention was made to modify the particles of Kadokura et al. such 
that to use fluorescent substances in addition to or instead of metal oxides dispersed in 
the matrix. One having ordinary skill in the art would have been motivated to do this to 
obtain UV protective and skin lightening effect as well as to improve the appearance of 
cosmetic formulations as suggested by Reinehr et al. 

9. Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kadokura et al. (EP 268 938) in view of Mongiat et al. (US 7,101,536). 

Kadokura et al. applied as above. Kadokura et al. does not teach the spherical 
powder of Claims 11 and 12. However, Mongiat et al. teach using spherical powders of 
the instant claims as SPF enhancers in UV protective compositions. See col. 31, lines 
40-47. An additional beneficial effect provided by some spherical powders is a soft feel 
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during spreading and skin mattifying. See col. 31, lines 50-55. Therefore, it would have 
been prima facie obvious to one having ordinary skill in the art at the time the 
invention was made to modify the UV protective compositions of Kadokura et al. such 
that to use spherical powders. One having ordinary skill in the art would have been 
motivated to do this to obtain better UV protection as well as to improve the skin feel 
and mattifying properties of cosmetic formulations as suggested by Mongiat et al. 

Conclusion 
10. No claims are allowed at this time. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marina Lamm whose telephone number is (571) 272- 
0618. The examiner can normally be reached on Mon-Fri from 11am to 7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan, can be reached at (571) 272-0629. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8300. Information regarding the status of an application may 
be obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, see http://pair- 
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direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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